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Period for Reply " m aaaress " 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" ^^5"^^™?^ a ™ ,ab, e und ? r * he /^visions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

" II no noHnH w Z*l T^r " *T ^ ^ (30) dayS ' a reply wlthln the statutory minlmum of thirtv < 30 ) <*ays will be considered timely. 

" F^^tlZZZ th^^Tn^ ° V / h hG ma ,T Um f at H"Z Pefi0d WiH aPP,y and Wi " GXpire SIX (6 > MONTHS from the mailin 9 date ° f this communication. 
Failure o reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

Any reply rece.ved by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 

earned patent term adjustment. See 37 CFR 1 .704(b). y 

Status 

!)□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1M9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) S-72 and 14-19 is/are rejected 

7) E3 Claim(s) 13 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 1 

Claims 1-10, 15 and 17-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by USP 4,252,986, USP 4,623,750 or SU 1,082,780. Note the third stage of 
Example 1 of USP 4,252,986; Example 2B of USP 4,623,750 and the example of SU 
1,082,780 as described in the abstract provided. While some of the references may not 
recite the trans isomer being present, the isomer is inherent in the product mixture. 
Moreover, the process steps of the prior art anticipate the claimed process steps 
regardless of the manner the product is characterized in the prior art. 

Claim Rejections - 35 USC § 103 2 

Claims 1-12 and 15-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USP 4,252,986, USP 4,623,750 and SU 1,082,780. The references 
are applied as above. To the extent the references do not anticipate the claims, the 
references differ from the claimed invention as to specific reactants and/or recited 

1 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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reaction conditions. The claimed reactants are quite analogous to the reactants 
exemplified in the reference. The differences in the reactants are found only in 
substituents that are removed from the reaction site and do not affect the outcome of 
the reaction. The reactive functional groups involved are the same and undergo the 
same conversion. The claimed process affords the products one would expect from the 
teaching of the prior art. The use of a new starting material in an otherwise old process 
is considered obvious. It is well within the skill of the artisan to operate within the 
parameters suggested by the disclosure of the reference and carry out the prior art 
process with the expectation that one will obtain the results taught in the reference. The 
optimization of reaction conditions for a particular reaction system to optimize a result 
(such as to maximize the yield of a desired product) is well within the skill of the artisan 
through routine experimentation, In re Alter, 105 USPQ 233. 

Claim Rejections - 35 USC §112* 
Claims 11, 12, and 14 are rejected under 35 USC 112, second paragraph, as 
failing to particularly point out the claimed invention. The expressions "said Raney 



3 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 112 
that form the basis for the rejections under this section made in this Office action: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected to make 
and use the same, and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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nickel" or "said base" do not have antecedent basis in parent claim 8 rendering the 
claims indefinite as to what is actually being referred to. 



Claim 13 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 



The remaining references are cited as of interest. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael L. Shippen whose telephone number is (571) 
272-0647. The Examiner's normal tour of duty is 7:30 AM to 4:00 PM. Any inquiry of a 
general nature or relating to the status of this application should be directed to the 
Group receptionist whose telephone number is (571) 272-1600. The official group FAX 
machine number is 703-872-9306. 



MShippen 
August 20, 2004 



Allowable Subject Matter 



Conclusion 



MICHAEL L. SHIPPEN 
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ART UNIT 1621 




